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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 7-1 0 and 1 2 are rejected under 35 U.S.C. 1 1 2, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

3. Claim 7 recites the limitation "the respective planes" in the 2 nd line. There is 
insufficient antecedent basis for this limitation in the claim. 

4. Claims 8 and 9 recite the limitation "the plane" and "the plane or planes". There 
is insufficient antecedent basis for this limitation in the claim. 

5. Claim 10 recites the limitation "the plane or planes" in the 2 nd line. There is 
insufficient antecedent basis for this limitation in the claim. 

6. Claim 12 recites the limitation "the cooperating parts of the reaction surface" in 
the 2 nd line. There is insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1, 3-19, and 22 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Morrish etal. (4,878,276). 
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Morrish discloses the following claimed limitations: 

Claim 1 : A clip comprising: a base portion (25); a pair of resilient limbs (1 0) each 
extending from the base portion (Fig. 1 and 4) and each having a free (14, 12) end 
disposed forward of the base portion (Fig. 1 and 4), wherein the limbs each extend in 
generally opposite lateral directions from a point of connection to the base portion of the 
clip (Fig. 4) and each is configured along its length so that the free end of the limb is 
disposed forward of the base portion of the clip (Fig. 4); and a reaction portion (38) 
mounted to and extending from the base portion (Fig. 3a) via a neck portion (39), the 
reaction portion defining a generally forwardly directed reaction surface disposed 
between the base portion and the free end of the limbs (Fig. 4), wherein the limbs are 
movable under a resilient restoring force from a first, open, condition (Fig. 4b), in which 
a gap is provided between the limbs (Fig. 4b) and the reaction portion for receiving the 
body passageway (40) into the clip (Fig. 4b), to a second, closed, condition (Fig. 4a), in 
which the limbs cooperate with the reaction portion to grip the body passageway to 
occlude the same body passageway (Fig. 1 and 4a). 

Claim 3: The base portion and reaction portions are disposed generally centrally 
between the pair of limbs (Fig. 4). 

Claim 4: The reaction surface is substantially fixed in relation to the movement of the 
limbs (Fig. 4a-b where it is seen that the resilient member does not change once the 
limbs are open or closed). 
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Claim 5: The reaction surface is elongate (the reaction surface is made up of a base 
(33) with two legs (36), the legs are elongate since they have a larger length than width 
as seen in Fig. 3a). 

Claim 6: The reaction surface and the limbs are suitably dimensioned and arranged so 
that in the closed condition of the clip substantially the entire transverse width of the 
occluded body passageway (40) is in contact with the reaction surface (Fig. 1 and 3b). 
Claim 7: At least two parts of the clip (27 and the outer most part of 28 which is facing 
the other leg 26) are generally planar (Fig. 3 and Col. 4 Lines 49-51) and the respective 
planes are offset against one another (Fig. 3). 

Claim 8: At least the base portion and the reaction portion of the clip are generally 
planar (see figure below where the two parts are planar at the outer surface) and the 
plane of the base portion (one of the planes of the base portion is located on the planar 
surface indicated in the figure below) is at a small angle to the plane of the reaction 
portion (one of the planes of the reaction portion is located on the planar surface 
indicated in the figure below). The planes indicated above for both the reaction and 
base portion are at the same location therefore the angle is approximately 0 degrees 
which is a small angle. 
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Base portion planar in 
this surface 



Reaction portion 
» is planar at this 
surface 



Claim 9: The base portion, the reaction portion and each limb are generally planar (see 
figure above for the planar part of the base and reaction portion (rejection of claim 8) 
and the portion 29 of the limbs is planar (Fig. 1 and Col. 4 Lines 49-50) and the plane of 
each limb (one of the planes is parallel to the flat surface 29 of the limb) is at a small 
angle to the plane or planes of the base portion and plane of the reaction portion (see 
the rejection of claim 8 for the description of one of the planes of the base and reaction 
portion). The plane of the limb described above is between 45-90 degrees (Fig. 1 and 4) 
which is a small angle. 

Claim 10: One limb (1 0) lies slightly to one side of the plane or planes of the base 
portion and the reaction portions (see figure below where one plane of the base portion 
and the reaction portions is seen), and the other limb (10) lies slightly to the opposite 
side of those planes (see figure below), whereby the free ends of the limbs overlie 
opposite sides of the reaction portion in the closed condition of the clip (see figure below 
and Fig. 1). 
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Claim 11: The reaction surface is shaped in a manner generally complementary to the 
shape of those parts of each limb which cooperate with the reaction surface in the 
closed condition of the clip (Fig. 1). 

Claim 12: At least one of the opposed cooperating parts of the reaction surface and 
each limb is provided with surface projections (on the reaction surface part 37 act as 
surface projections and on the limbs part 12 and 54 have surface projections as seen in 
Fig. 2a) which serve in use to enhance grip of the clip on the body passageway (Fig. 1). 
Regarding the last statement, it has been held that a recitation with respect to the 
manner in which a claimed apparatus is intended to be employed does not differentiate 
the claimed apparatus from a prior art apparatus satisfying the claimed structural 
limitations. Ex parte Masham, 2 USPQ2d 1647 (1987). 

Claim 13: The surface projections are selected from the group consisting of rounded 
teeth, pointed teeth, nipping heads, or any combination thereof (Fig. 2a and 3a). 
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Claim 14: Each limb is connected to the base portion of the clip via a curved portion (34) 
of the limb (Fig. 2a) defining a connection point to the base portion behind the reaction 
portion of the clip (Fig. 1 and 4a). 

Claim 15: A further curve (32) is provided in the limb in the opposite direction to the said 
curved portion (Fig. 2a), whereby the free end of the limb is disposed forward of the 
base portion of the clip (Fig. 1 and 4). 

Claim 16: An elongate portion (44) is provided in each limb between the curves (Fig. 
2a), whereby during closure a leverage effect is produced on the part of the limb which 
is in contact with the body passageway (Fig. 4). 

Claim 17: The base portion of the clip is in the form of an open loop or generally U_ 
shaped member (Fig. 3a) having a closed end directed away from the limbs (the outer 
most parts at the top part which is best seen in Fig. 1 ) and an open end (26 and the 
sides which are not seen in Fig. 1 ) at which the limbs and the reaction portion are 
connected to the base portion (Fig. 4). 

Claim 18: The reaction portion of the clip is provided in two halves (Fig. 3), each half is 
connected to one side of the open end of the base portion via a neck region (39) (Fig. 4) 
and which are complementarily juxtaposed to define the reaction surface of the clip (Fig. 
4). 

Claim 19: The base portion of the clip is provided with a weak region or point (the point 
where it is connected to the neck which is a weak portion due to the reduced diameter 
which can cause the part to break at that point) at which the base portion may be cut to 
remove the clip from the body passageway. 
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Regarding the last statement, it has been held that a recitation with respect to the 
manner in which a claimed apparatus is intended to be employed does not differentiate 
the claimed apparatus from a prior art apparatus satisfying the claimed structural 
limitations. Ex parte Masham, 2 USPQ2d 1647 (1987). 

Claim 22: An elongate portion (44) is provided in each limb (the two limbs (10) are the 
same structure therefore the two have the part 44) between the curves (Fig. 2a), 
whereby during closure a leverage effect is produced on the part of the limb which is in 
contact with the body passageway (Fig. 1 and 4). 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 20 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Morrish et al. (4,878,276). 

Morrish discloses the claimed invention including that the device can be integrally 
formed of a plastic (Col. 1 Lines 63-68) where there is a resilient component that is 
shape memory and elastic since it returns to its original position (24), however Morrish 
does not disclose that the material is a superelastic plastic nor that it can be made of 
nitinol metal. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to make the clip out of a superelastic material or out of 
nitinol metal, since it has been held to be within the general skill of a worker in the art to 
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select a known material on the basis of its suitability for the intended use as a matter of 
obvious design choice. In re Leshin, 125 USPQ 416. 

Response to Arguments 

1 1 . Applicant's arguments with respect to claims 1 -4 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DIANNE DORNBUSCH whose telephone number is 
(571)270-3515. The examiner can normally be reached on Monday through Thursday 
7:30 am to 5:00 pm Eastern. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jackie Ho can be reached on (571) 272-4696. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



ID. D.l 

Examiner, Art Unit 3773 



/Julian W. Woo/ 

Primary Examiner, Art Unit 3773 



